THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.

Paper No. 13

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 1997-3492
Application No. 08/428,994

Before KIMLIN, JOHN D. SM TH, and HANLON, Adninistrative
Pat ent Judges.

HANLON, Admi ni strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal under 35 U . S.C. § 134 fromthe final
rejection of clainms 1, 2, 4-7 and 15-25. Cains 8-14 are al so

pending in the application but have been w thdrawn from
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consideration. The clains on appeal are directed to
crosslinkabl e conpositions. Claim1 is illustrative and reads
as foll ows:

1. A crosslinkable conmposition conprising a m xture of a
hal ogenat ed el astoner selected fromchlorinated or brom nated
interpolynmers of a C, to C, isoolefin and a para-al kyl styrene
conononer, a crosslinking agent and fromO0.1 to 10.0 parts by
wei ght, per 100 parts of the hal ogenated el astonmer by wei ght,
of an accel erator compound contai ni ng one or nore groups of
the formul a

- S- SO,- OV

attached to a hydrocarbon radical or to an organic bridging
group wherein Mis a nonoval ent netal, the equivalent of a

mul tival ent nmetal, a nonoval ent ion derived by the addition of
a proton to a nitrogenous base, or the equivalent of a

mul tival ent ion derived by the addition of two or nore protons
to a nitrogenous base.

The references relied upon by the exam ner are:

Del seth et al. (Del seth) 4,704, 334 Nov. 3,
1987
Powers et al. (Powers) 5,162, 445 Nov. 10, 1992

The followng rejections are at issue in this appeal:?
(1) dains 1, 2, 4-7 and 15-25 are rejected under 35

U S.C. §8 103 as bei ng unpatentabl e over Del seth.

ICaims 8 and 10-12 were also finally rejected under
35 U.S.C. 8§ 112, first and second paragraphs. However, those
rejections have been withdrawn by the exam ner. See Answer,

p. 1.
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(2) dains 1, 2, 4-7 and 15-25 are rejected under 35

U S.C. 8§ 103 as being unpatentable over Powers with Del seth.

Di scussi on

The clains on appeal are directed to a crosslinkable
conposition conprising a mxture of a hal ogenat ed el ast oner
selected fromchlorinated or brom nated interpolyners of a G,
to C, isoolefin and a para-al kyl styrene conononer, a
crosslinking agent and an accel erator conpound. The cl ai ned
accel erator conpounds contain one or nore groups of the
formula -S-SO-OM attached to a hydrocarbon radical or to an
organi c bridging group wherein Mis a nonoval ent netal, the
equi valent of a nultivalent nmetal, a nonoval ent ion derived by
the addition of a proton to a nitrogenous base, or the
equi valent of a nmultivalent ion derived by the addition of two
or nore protons to a nitrogenous base.

Del seth di scl oses a vul cani zabl e rubber conposition
conprising a cis-polyisoprene, a sul phur vul cani zi ng agent,

t hi azol e-based vul cani zati on accel erators and adhesi on

pronoters. The adhesion pronoters of Del seth are said to be
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effective in bonding rubber to nmetal and are inclusive of the
cl ai med accel erator conmpounds. See Brief, p. 10. According
to Delseth (col. 9, lines 55-62):

Exanpl es of ot her rubbers which may be bl ended with
ci s-pol yi soprene include poly-1, 3-but adi ene,

copol yners of 1, 3-butadiene with other nononers, for
exanpl e styrene, acrylonitrile, isobutylene and

nmet hyl

nmet hacryl ate, ethyl ene-propyl ene-di ene terpol yners,

and hal ogen-cont ai ni ng rubbers such as chl orobutyl,

br onobutyl and chl oroprene rubbers.

The exam ner recogni zes that "the clains enconpass
essentially the sane ingredients in Delseth with exception of
PMS [ (para-al kyl styrene)]," but nonethel ess urges that:

Del seth at colum 9, lines 60, 61 states that

hal ogen-cont ai ni ng rubbers (hcr) are subjected to
formati on of crosslinkable conposition with sane
ingredients and PM5 is a hcr. [See Answer, p. 3.]

Appel l ants argue (Brief, p. 11):

The Exam ner's reasoni ng appears to be that
since the p-nethyl-styrene el astoners of the
i nvention are hal ogenated, it would be obvious to
substitute them for the hal ogenated el ast oners of
Del seth et al, and that they would thus be
crosslinked. Applicant submts, however, that
nothing in Delseth et al suggests such a
substitution. Thus, the rejection is a classic
"hi ndsi ght" rejection, based on Applicant's own
teachi ng[ . ]

We agree. See In re Gordon, 733 F.2d 900, 902, 221 USPQ

1125, 1127 (Fed. Cr. 1984) ("The nere fact that the prior art
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could be so nodified would not have nade the nodification

obvi ous unless the prior art suggested the desirability of the

nmodi fication."); see also In re Gorman, 933 F.2d 982, 986-87,

18 USPQ2d 1885, 1888 (Fed. Cir. 1991) (in a determ nation of
obvi ousness under 35 U.S.C. 8§ 103, it is inpermssible to
engage in a hindsight reconstruction of the clainmed invention,
using the applicant’s structure as a tenplate and sel ecting
el enents fromreferences to fill the gaps). Therefore, for
this reason, the rejection of clainms 1, 2, 4-7 and 15-25 under
35 U.S.C. §8 103 as being unpatentable over Delseth is
reversed

Clainms 1, 2, 4-7 and 15-25 are also rejected under 35
U S.C. 8 103 as being unpatentable over Powers wth Del seth.
Power s di scl oses a brom nated copolyner of a C, to C, isoolefin
and a para-al kyl styrene. According to Powers, the copol yner
may be crosslinked with a variety of agents including netal
di t hi ol ates and pronoted netal oxides such as ZnO +
di thi ocarbamates. See col. 32, lines 10-14. The exam ner
recogni zes that "[t]he clained conposition differs from][the]

conposition of Power[s] in that applicant requires present
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[sic, the presence] of [a] thiosulfate conmpound,” but
nevert hel ess concl udes:

Use of thiosulfate conmpound with pol yner

(hal ogenat ed i sol efi n-p-al kyl styrene) woul d be

obvi ous because Del seth di scl oses that hal ogenated
el astomers would be routinely treated with

t hi osul fate conmpounds to form crosslinked el astoners
fromcrosslinkable conpositions. [See Answer, pp. 3-
4. ]

Appel I ants argue (Brief, p. 12):

[ T] he incorporation of Delseth et al into Powers et
al fails to support an obviousness rejection. There
is no reason to believe that rubber/netal adhesion
pronoters useful with cis-polyisoprene rubber woul d
be effective in crosslinking p-nethyl-styrene

copol yners.

W agree. See In re QCetiker, 977 F.2d 1443, 1445, 24

UsP2d 1443, 1444 (Fed. Cir. 1992) (the exam ner bears the

initial burden of presenting a prim facie case of

unpatentability). Therefore, for this reason, the rejection
of claims 1, 2, 4-7 and 15-25 under 35 U. S.C. 8§ 103 as being
unpat ent abl e over Powers with Delseth is al so reversed.

REVERSED

Edward C. Kinmlin
Adm ni strative Patent Judge
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